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DETAILED ACTION 

Election/Restrictions 

1 . Restriction is required under 35 U.S. C. 121 and 372. 

This application contains the following inventions or groups of inventions which are not 
so linked as to form a single general inventive concept under PCT Rule 13.1. 

In accordance with 37 CFR 1.499, applicant is required, in reply to this action, to elect a 
single invention to which the claims must be restricted. 

Group I, claim(s) 1-21 and 38-41, drawn to a substrate with a hydrophilic coating. 

Group II, claim(s) 22-37, drawn to an insulating glass. 

Group III, claim(s) 42-56, drawn to the method of processing substrates. 

2. The inventions listed as Groups I, II, and III do not relate to a single general inventive 
concept under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or 
corresponding special technical features or the special technical feature does not provide a 
contribution over the prior art for the following reasons: 

The special technical feature is defined as a substrate having a temporary coating that is 
removed with a selected washing fluid. The special technical feature does not provide a 
contribution over the prior art as evidenced by United States Patent Application Publication no. 
2002/0176988, Medwick et al. Medwick et al disclose a substrate with a temporary protective 
coating that can be removed through the use of a solvent, (page 2, section 0014). 

3. During a telephone conversation between Lawrence Ferguson and Eric Snustad on March 
13, 2003 a provisional election was made with traverse to prosecute the invention of Group I, 
claims 1-21 and 38-41. Affirmation of this election must be made by applicant in replying to this 
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Office action. Claims 22-37 and 42-56 are withdrawn from further consideration by the 
examiner, 37 CFR 1.142(b), as being drawn to a non-elected invention. 

4. Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a request under 37 CFR 
1.48(b) and by the fee required under 37 CFR 1.1 7(i). 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of 
this subsection of an application filed in the United States only if the international application designated the 
United States and was published under Article 21(2) of such treaty in the English language. 

6. Claims 1-9, 1 1-13, 16-19, and 21 are rejected under 35 U.S.C. 102(b) as being anticipated 
by United States Patent no. 5,302,449, Eby et al. 

Regarding claims 1-9 

Eby et al disclose a high transmittance low E coating for substrates that can have a 
protective overcoat. The overcoat includes oxides of zinc, tin, indium, bismuth or oxides of 
alloys including such metals. Zinc oxide is particularly preferred. The overcoat is provided over 
a mechanically durable coating, such as titanium oxide, (column 7, lines 20-53). While it does 
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not specifically state that the overcoat is temporary, Eby et al disclose that the overcoat "will not 
significantly affect the optical properties of the film or the coated substrate", (column 7, lines 60- 
67). In addition, even if a "washing process were so harsh to wash away the entire overcoat from 
the film stack" the "overcoat would nonetheless serve to protect the underlying film from 
abrasion during handling, shipping, or the like prior to washing" thereby indicating that it is not 
necessary for the overcoat to be permanent, (columns 7-8, lines 67-6). The overcoat has an 
optical thickness of between 10-40 . An overcoat of zinc oxide has a physical thickness of 
about 5- about 20 , (column 8, lines 7-19). 
Regarding claims 11-13, 16-19, and 21 

Eby et al also disclose a base coat on the substrate of a metal oxide such metals as 
titanium, hafnium, zirconium, zinc, tin, indium, and bismuth, (column 3, lines 25-40). An 
infrared radiation reflective metal layer is formed over the base coat with a metal oxide layer 
formed over the metal reflective layer. The same metal oxides used for the base coat can be used 
for the coating over the metal reflective layer. It is known in the art that titanium oxide has 
hydrophilic and photocatalytic properties, (columns 3-4, lines 60-35). 
Regarding claims 2 and 13 

When the structure recited in the reference is substantially identical to that of the claims, 
the claimed properties or function are presumed inherent. MPEP 2112.01. Because the prior art 
exemplifies the applicant's claimed durable and protective coatings, the claimed physical 
properties relating to the ability of the durable coating to withstand temperatures on the order of 
about 600°C and the contact angle are present in the prior art. As such, the addition of the 
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claimed physical property to the claim language fails to provide patentable distinction over the 
prior art of record. 
Regarding claim 3 

Claim 3 is a product by process claim wherein the patentability of the product does not 
depend on its method of production. "If the product in the product by process claim is the same 
as or obvious from a product of the prior art, the claim is unpatentable even though the prior 
product was made by a different process." See MPEP 2113. As such, the process limitations 
within claim 3 do not provide patentable distinction between the claimed invention and the prior 
art of record. 

7. Claims 1-5, 10, and 20 are rejected under 35 U.S.C. 102(e) as being anticipated by United 
States Patent Application Publication no. 2002/0176988, Medwick et al. 
Regarding claims 1-5, 10, and 20 

Medwick et al disclose a light transmissive article with a removable protective coating. 
The substrate may be coated with one or more functional coatings wherein the protective coating 
is formed over the functional coatings. The protective coating may also be formed directly on 
the substrate, (page 2, sections 0011-0012). Removal of the protective coating is achieved by 
solvent, combustion or thermal decomposition, (page 2, sections 0014-0015). The functional 
coating may be a single or multiple layer coating comprised of one or more metals, non-metals, 
semi-metals, semiconductors, and or alloys, compounds, composites, combinations or blends 
thereof such as metal oxides, (page 3, section 0025). The functional coating can also contain 
infrared reflecting films, (pages 3-4, section 0026). A functional coating such as titanium can be 
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used as a reflective metal that may further comprise a primer film or barrier film, which is 
located over and/or under the metal reflective layer, (pages 4-5, section 0026) 

Medwick et al also disclose that the coating is removable by wiping, spraying, or dipping 
with aqueous or non-aqueous solvents, organic, alkaline or acidic solvents, (page 4, section 
0031). 

Medwick et al further disclose that the functional coating can be deposited utilizing 
different deposition methods. Furthermore, the functional coatings can be applied to both sides 
of a substrate with a protective coating formed over at least a portion of the functional coating, 
(page 4, sections 0027-0030). The protective coating can be applied onto one or more surfaces 
of a substrate having zero, one, or more functional coatings, (page 5, section 0040). 
Decomposure temperatures range from 648-704°C for the proactive coating, (page 7, section 
0053). In addition, the protective coating can contain metal oxides such as iron oxides, (page 6, 
section 0051). 
Regarding claim 3 

Claim 3 is a product by process claim wherein the patentability of the product does not 
depend on its method of production. "If the product in the product by process claim is the same 
as or obvious from a product of the prior art, the claim is unpatentable even though the prior 
product was made by a different process." See MPEP 2113. As such, the process limitations 
within claim 3 do not provide patentable distinction between the claimed invention and the prior 
art of record. 
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Claim Rejections - 35 USC §103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

9. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

10. Claims 14-15 and 38-41 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
United States Patent no. 5,302,449, Eby et al in view of United States Patent no. 6,677,063, 
Finley. 

Eby et al disclose a high transmittance low E coating for substrates that can have a 
protective overcoat. The overcoat includes oxides of zinc, tin, indium, bismuth or oxides of 
alloys including such metal. Zinc oxide is particularly preferred. The overcoat is provided over 
a mechanically durable coating, such as titanium oxide, because the durable coating is more 
susceptible to chemical attack, (column 7, lines 20-53). While it does not specifically state that 
the overcoat is temporary, Eby et al disclose that the overcoat "will not significantly affect the 
optical properties of the film or the coated substrate", (column 7, lines 60-67). In addition, even 



Application/Control Number: 10/009,284 Page 8 

Art Unit: 1775 

if a "washing process were so harsh to wash away the entire overcoat from the film stack" the 
"overcoat would nonetheless serve to protect the underlying film from abrasion during handling, 
shipping, or the like prior to washing" thereby indicating that it is not necessary for the overcoat 
to be permanent, (columns 7-8, lines 67-6). The overcoat has an optical thickness of between 
10-40 . An overcoat of zinc oxide has a physical thickness of about 5- about 20 , (column 8, 
lines 7-19). 

Eby et al also disclose a base coat on the substrate of a metal oxide such as titanium, 
hafnium, zirconium, zinc, tin, indium, and bismuth, (column 3, lines 25-40). An infrared 
radiation reflective metal layer is formed over the base coat with a metal oxide layer formed over 
the metal reflective layer. The same metal oxides used for the base coat can be used for the 
coating over the metal reflective layer. It is known in the art that titanium oxide has hydrophilic 
and photocatalytic properties, (columns 3-4, lines 60-35). The base coat can be deposited by 
sputtering, (column 3, lines 37-40). 

Finley disclose a photocatalytic/hydrophilic coating wherein oxides of titanium and 
silicon can be used as the photoactive material, (columns 4-5, lines 31-28; column 9, lines 10- 
25). The coating can be deposited through sputtering, (column 7, lines 35-54). A temporary or 
removable protective layer can be applied over the coating, (column 6, lines 3-13). 

Eby et al and Finley disclose inventions related to providing photocatalytic coatings on 
substrates. Because the inventions of Eby et al and Finley have overlap in the disclosure of the 
types of materials that are used to create photocatalytic coatings, it would have been obvious to 
one skilled in the art at the time of invention to modify the titanium oxide film of Eby et al with 
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the silicon oxide of Finley to provide a more dense hydrophilic film that provides more 
protection to the underlying substrate once the temporary protective coating is removed. 

Claims 38-41 are product by process claims wherein the patentability of the product does 
not depend on its method of production. "If the product in the product by process claim is the 
same as or obvious from a product of the prior art, the claim is unpatentable even though the 
prior product was made by a different process." See MPEP 2113. As such, the process 
limitations within claims 38-41 do not provide patentable distinction over the prior art of record. 

Conclusion 

11. The prior art made of record and not relied upon is considered pertinent to applicants 
disclosure. 

United States Patent no. 6,379,746, disclose a temporary coating for protecting glass 
articles. 

European Patent Application Publication no. 0 369 581 Al, disclose a temporary 
protective coating for protecting hydrophobic surfaces. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gwendolyn A. Blackwell-Rudasill whose telephone number is 
(571) 272-1533. The examiner can normally be reached on Monday - Thursday; 6:00 am - 4:30 
pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Deborah Jones can be reached on (571) 272-1535. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-2 1 7-£l£7jftoH-free). * 




Xjweiwolyn A. Blackwell-Rudasill 
Examiner 
Art Unit 1775 
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